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DETAILED ACTION 
Response to Amendment 

1 . Claims 1 , 10-16 and 20-22 have been amended, claims 2-9 have been cancelled 
and no new claims have been added. Hence, claims 1 and 10-22 are pending in the 
application. 

2. The provisional obviousness-type double patenting rejections to the claims as set 
forth in the previous Office Action dated January 25, 2005 have been overcome by 
applicants amendments and are now withdrawn. The examiner acknowledges that 
applicants are willing to file a terminal disclaimer over co-pending application No. 
10/762,077 to overcome the provisional obviousness-type double patenting rejection 
however, it is the examiner's position that this is not necessary since applicants have 
amended their claims. The present claims as now amended only read on dialkyl N- 

5 hydroxylamine salts whereas the amended claims of 10/762,077 no longer include 
dialkyl N-hydroxylamine salts. 

3. The 102(b) rejections to the claims over WO02/055618 and Seltzer et al. (724) 
as set forth in the previous Office Action dated January 25, 2005 have been overcome 
by applicant's amendments and are now withdrawn. 

4. The 102(e) rejection to the claims over Biry as set forth in the previous Office 
Action dated January 25, 2005 have been overcome by applicant's amendments and 
are now withdrawn. 
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5. The 103(a) rejections to the claims over Helling et al. and Seltzer et al. (724) as 
set forth in the previous Office Action dated January 25, 2005 have been overcome by 
applicant's amendments and are now withdrawn. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1, 10-14 and 16-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Seltzer et al. (US 2002/0088574). 

Seltzer et al. (US 2002/0088574) teach a composition having reduced loss of 
brightness and enhanced resistance to yellowing which comprises pulp or paper which 
still contains lignin and 0.001-5% by weight based on the pulp or paper of an N,N- 
dialkylhydroxylamine acid salt of the formula 
(RiRsNH-OH^XJj 

wherein Ri and R 2 are independently d. 18 alkyl, Cms alkyl substituted by a hydroxyl 
group; X is an inorganic or organic anion such as phosphate, phosphonate, carbonate, 
bicarbonate, nitrate, chloride, bromide, bisulfite, sulfite, bisulfate, sulfate, borate, 
formate, acetate, benzoate, citrate, etc. and the total charge of cations h is equal to the 
total charge of anions j. The composition may further comprise UV absorbers such as 
benzotriazoles, s-triazines, benzophenones, a-cyanoacrylates, oxanilides, 
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benzoxazinones, benzoates and a-alkyl cinnamates. It is preferable that the paper or 
pulp is chemimechanical or thermomechanical pulps or papers (i.e. recording 
mediums). See paras. 0019-0059, paras. 0100-0104, paras. 0106-0110, examples 1, 3, 
4 and 8-10 and claims 1-11, 35-37 and 41-43. The composition as taught by Seltzer et 
al. (US 2002/0088574) appears to anticipate the present claims. 
8. Claims 1, 10-14 and 1 6-1 9 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Seltzer et al. (US 2002/0174964). 

Seltzer et al. (US 2002/0174964) teach a composition having reduced loss of 
brightness and enhanced resistance to yellowing which comprises pulp or paper which 
still contains lignin and 0.001-5% by weight based on the pulp or paper of an N,N- 
dialkylhydroxylamine acid salt of the formula 
(R^NH-OH^X"); 

wherein Ri and R 2 are independently C1-18 alkyl, Cms alkyl substituted by a hydroxyl 
group; X is an inorganic or organic anion such as phosphate, phosphonate, carbonate, 
bicarbonate, nitrate, chloride, bromide, bisulfite, sulfite, bisulfate, sulfate, borate, 
formate, acetate, benzoate, citrate, etc. and the total charge of cations h is equal to the 
total charge of anions j. The composition may further comprise UV absorbers such as 
benzotriazoles, s-triazines, benzophenones, a-cyanoacrylates, oxaniludes, 
benzoxazinones, benzoates and a-alkyl cinnamates. It is preferable that the paper or 
pulp is chemimechanical or thermomechanical pulps or papers (i.e. recording 
mediums). See paras. 0017-0059, paras. 0100-0104, paras. 0106-0110, examples 1, 3, 
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4 and 8-1 0 and claims 1-11, 35-37 and 41-43. The composition as taught by Seltzer et 
al. (US 2002/0174964) appears to anticipate the present claims. 
9. Claims 1, 10-14 and 16-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Seltzer et al. ('326). 

Seltzer et al. ('326) teach a composition having reduced loss of brightness and 
enhanced resistance to yellowing which comprises pulp or paper which still contains 
lignin and 0.001-5% by weight based on the pulp or paper of an N,N- 
dialkylhydroxylamine acid salt of the formula 
(R 1 R 2 NH-OH) h + (X) j 

wherein Ri and R 2 are independently Cms alkyl, Ci-i 8 alkyl substituted by a hydroxyl 
group; X is an inorganic or organic anion such as phosphate, phosphonate, carbonate, 
bicarbonate, nitrate, chloride, bromide, bisulfite, sulfite, bisulfate, sulfate, borate, 
formate, acetate, benzoate, citrate, etc. and the total charge of cations h is equal to the 
total charge of anions j. The composition may further comprise UV absorbers such as 
benzotriazoles, s-triazines, benzophenones, a-cyanoacrylates, oxanilides, 
benzoxazi nones, benzoates and a-alkyl cinnamates. It is preferable that the paper or 
pulp is chemimechanical or thermomechanical pulps or papers (i.e. recording 
mediums). See col. 3, line 20 -col. 5, line 12, col. 7, line 50 - col. 8, line 5, examples 
1 , 3, 4 and 8-1 1 and claims 1-11, 35-37 and 41 -43. The composition as taught by 
Seltzer et al. ('326) appears to anticipate the present claims. 



Application/Control Number: 10/735,319 Page 6 

Art Unit: 1755 

Claim Rejections - 35 (JSC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 1 , 1 0, 1 1 , 1 5, 1 6 and 20-22 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Oki et al. ('597). 

Oki etal. ('597) teach an ink-jet ink and/or an ink-jet recording medium containing 
a receiving layer comprising a compound of the formula 

wherein Y is a group of nonmetal atoms necessary to complete a five- to seven- 
membered ring; X is an oxy radical, alkoxy group, aryloxy group or hydroxy group; R 1 , 
R 2 , R 3 and R 4 are independently H or alkyl with the proviso that any two of R 1 to R 4 and 
Y may be connected to each other to form a 5- to 7-membered ring and wherein the 
compound has an anionic water-soluble group such as -SOsH, -P(0)(OH)(OR), - 
P(0)(OR)2, carboxyl groups or salts thereof wherein R is an alkyl or aryl group. The 
recording liquid contains the hindered amine compound in an amount of 0.05-10 wt% 
and the recording medium contains the compound in an amount of 0.01-10 wt% in 
relation to the total weight of the receiving layer. The ink receiving layer may further 
contain UV absorbing agents. See col. 2, lines 18-25 and 42-47, col. 3, lines 4-1 1 and 
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27-31, col. 5, lines 9-45, col. 5, line 67 - col. 6, line 3, col. 6, lines 18-20, compounds (1- 
1)and (1-3)-(1-10), col. 8, lines 14-15, col. 12, lines 36-49, col. 13, lines 58-62, Table 1; 
Ink Compositions 1 ,2, 6 and 7, col. 15, lines 38-43, Table 2, col. 17, lines 15-17 and 48- 
49, Table 3; Recording mediums a and b, Table 4 and claims 1, 2, 4-6, 10, 11 and 14- 
21 . Oki et al. ('597) fails to specifically exemplify the use of a compound wherein at 
least one of R 1 , R 2 , R 3 and R 4 is H. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
use the specific compound wherein at least one of R 1 , R 2 , R 3 and R 4 is H as claimed by 
applicants as Oki et al. ('597) also discloses the use of these compounds but fails to 
show an example incorporating them. 

12. Claims 1, 10, 11, 15, 16 and 20-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kitamura et al. (US 2003/0070582). 

Kitamura et al. (US 2003/0070582) teach an ink-jet ink and/or an ink-jet recording 
medium containing a receiving layer comprising a compound of the formula 



wherein Y is a group of nonmetal atoms necessary to complete a five- to seven- 
membered ring; X is an oxy radical, alkoxy group, aryloxy group or hydroxy group; R 1 , 
R 2 , R 3 and R 4 are independently H or alkyl with the proviso that any two of R 1 to R 4 and 
Y may be connected to each other to form a 5- to 7-membered ring and wherein the 
compound has an anionic water-soluble group such as -SCbH, -P(0)(OH)(OR), - 
P(0)(OR) 2 , carboxyl groups or salts thereof wherein R is an alkyl or aryl group. The 
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recording liquid contains the hindered amine compound in an amount of at least 0.05-10 
wt% and the recording medium contains the compound in an amount of at least 0.01-10 
wt% in relation to the total weight of the receiving layer. The ink receiving layer may 
further contain UV absorbing agents. See paras. 0012-0014, paras. 0017-0022, para. 
0033, paras. 0064-0067, compounds (1 -1 ) to (1 -7), paras. 0074-0075, paras. 0115- 
0117, para. 0125, para. 0129, Table 1, Table 3, Tables 5 and 6 and claims 1-5, 7 and 8. 
Kitamura et al. (US 2003/0070582) fails to specifically exemplify the use of a compound 
wherein at least one of R 1 , R 2 , R 3 and R 4 is H. 

Therefore, it would have been obvious to one having ordinary skill in the art to 
use the specific compound wherein at least one of R 1 , R 2 , R 3 and R 4 is H as claimed by 
applicants as Kitamura et al. (US 2003/0070582) also discloses the use of these 
compounds but fails to show an example incorporating them. 
13. Claims 1, 15, 17, 18 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Oki et al. (735). 

Oki et al. (735) teach an aqueous ink composition comprising a colorant, a 
water-soluble organic solvent and an amine compound of the formula 

wherein Y is a group of nonmetal atoms necessary to complete a five- to seven- 
membered ring; X is an oxy radical, alkoxy group, aryloxy group or hydroxy group; R 1 , 
R 2 , R 3 and R 4 are independently H or alkyl with the proviso that any two of R 1 to R 4 and 
Y may be connected to each other to form a 5- to 7-membered ring and wherein the 
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compound has an anionic water-soluble group such as -S0 3 H, -P(0)(OH)(OR), - 
P(0)(OR) 2 , carboxyl groups or salts thereof wherein R is an alkyl or aryl group. The 
compound stops the progress of photo-oxidation reaction of colorants to inhibit photo- 
deterioration thereof and is therefore considered a light stabilizer. The recording liquid 
contains the hindered amine compound in an amount of 0.01-5 wt%. The recording 
liquid may further comprise an UV absorber such as a benzophenone or cyano acrylate 
based compound. See col. 4, lines 20-45, col. 5, lines 2-4 and 52-54, col. 6, lines 40- 
54, col. 7, lines 7-54, col. 9, lines 13-45, col. 11, lines 24-25, compounds 1-18, 23-26 
and 33, Table 1 ; Examples A1-A5, col. 29, lines 56-57, col. 31 , lines 40-43, examples 
B1-B3, col. 33, lines 10-11, Table 4; Examples C1 and C3, Table 7; examples D1-D5 
and D7 and claims 1-5, 9-11 and 15-19. Oki et al. (735) fails to specifically exemplify 
the use of a compound wherein at least one of R 1 , R 2 , R 3 and R 4 is H. 

Therefore, it would have been obvious to one having ordinary skill in the 
art to use the specific compound wherein at least one of R 1 , R 2 , R 3 and R 4 is H as 
claimed by applicants as Oki et al. (735) also discloses the use of these compounds but 
fails to show an example incorporating them. 

Response to Arguments 

14. Applicant's arguments with respect to claims 1 and 10-22 have been considered 
but are moot in view of the new ground(s) of rejection. 



Conclusion 



Application/Control Number: 10/735,319 Page 10 

Art Unit: 1755 

The remaining references, listed on forms 892 and 1449 have been reviewed by 
the examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helene Klemanski whose telephone number is (571) 
272-1370. The examiner can normally be reached on Monday-Friday 5:30-2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571 ) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 




